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1. Claims 1, 11, 16 and 18 liave been amended. Claim 9 has been canceled. 
Claims 1-4 and 11-21 have been examined. 



Continued Examination Under 37 CFR 1.114 
2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
01/30/2008 has been entered. 



Claim Objections 

3. Claims 16-21 objected to because of the following informalities: 

Claims 16 and 18 have been significantly amended from the previous version of 
the claims dated 08/13/2007. However, only select portions of the newly added material 
has been underlined and none of removed portions have been documented with a 
strikethrough or double brackets. Additionally, claim 18 is amended, but has the status 
identifier of "Previously Presented." Examiner has examined the current version of the 
claims, but would like to remind Applicant of the need for proper amendment markings 
and status identifiers. Note MPEP 714 II C. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 11-15 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1 1-15 are directed towards "a computer." However, the components of 
the computer (a selector, an information adding part, a fingerprint information 
generating part and a control part), appear to be entirely software components. Page 7, 
line 35 of the specification refers to these components as "virtual software blocks." As 
such, the "computer" appears to be computer program, per se and thus, functional 
descriptive material and non-statutory. Note MPEP 2106.01 . 

The 35 USC 101 rejection may be overcome by including a hardware component 
to the "computer." Figure 2 and corresponding description on page 7, lines 5-12 of the 
Specification include a CPU and main memory, which could be added to claim 1 1 to 
make the "computer" a statutory system. 

Claim Rejections - 35 USC § 103 

5. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

White et al. (U.S. Patent Application Publication 2003/0009669), and further in view of 
Ratnakar (U.S. Patent 6,522,766), Sakamoto et al. (U.S. Patent Application Publication 
2003/0065747) and Shur (U.S. Patent 6,330,672). 
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For claim 1, Wliite et al. teaclies a contents server distributing digital contents via 
a network in response to an acquisition request from outside, said contents server 
comprising: 

A contents storage part for storing a plurality of digital contents wherein a 
different digital watermark is embedded (note paragraph [0028]); 

A storage device containing embedment information (note paragraph 
[0058]); and 

an information adding part comprising: 

i) a content selector for inputting digital watermark embedded digital 
contents CeO and Cel, and selectively switching and outputting the digital 
contents (note paragraph [0030]), and 

ii) controlling said content selector to output a partial set of contents 
CeO(n) of contents CeO and a partial set of contents Cel (n) of content Cel to 
generate digital watermark content Cf (note paragraph [0047]); 

for synthesizing said digital contents for each specific acquisition requestor, 
adding to said digital contents information specified by a digital watermark that is 
different for each acquisition requester being embedded for each part of said 
digital contents (note paragraph [0047]); said digital content Information 
responsive to thie embedment information (note paragraph [0058]). 

White et al. fall to teach: 

a pseudo random number generator for controlling said content selector. 
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Ratnakar teaches: 

a pseudo random number generator for controlling said content selector (note 

column 5, lines 29-32 and 36-39). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the watermarking of White et al. and the pseudo random number 
generator for controlling a content selector of Ratnakar. One of ordinary skill in the art 
at the time of the invention would have motivated to combine White et al. and Ratnakar 
because it would enhance the resistance of embedded information to unauthorized 
removal (note column 3, lines 61-65 of Ratnakar). 

The combination of White et al. and Ratnakar differ from the claimed invention in 
that they fail to teach: 

Wherein CeO and Ce1 are calculated responsive to intensity of said 
different digital watermark. 

Sakamoto et al. teach: 

A watermark responsive to intensity of said digital watermark (note paragraph 
[0218]). 
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It would have been obvious to one of ordinary sl^ill in tine art at tlie time of the 
invention to combine the combination of White et al. and Ratnal<ar and the watermarl< 
intensity of Sal^amoto et al. It would have been obvious to combine White et al, 
Ratnakar and Sakamoto et al. because to apply the known technique of watermarks 
responsive to an intensity of Sakamoto et al. to the known watermarking device of White 
et al. and Ratnakar ready for improvement would yield the predictable results of 
different watermarks having varying intensities (note paragraph [0229] of Sakamoto et 
al.). 

The combination of White et al., Ratnakar and Sakamoto et al. differs from the 
claimed invention in that they fail to teach: 

Wherein the embedded information is responsive to time of digital contents 
distribution. 

Shur teaches: 

Wherein the embedded information is responsive to time of digital contents 
distribution (note column 8, lines 50-62). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the combination of White et al., Ratnakar and Sakamoto et al. and 
the time based watermark of Shur. One of ordinary skill in the art would have 
motivated to combine White et al., Ratnakar, Sakamoto et al. and Shur because it would 



Application/Control Number: 10/635,952 Page 7 

Art Unit: 2137 

assist in recognizing a pirated \Nork and tine original from wliicli tine pirate copy was 
produced and the identity of tine pirate wlio later makes an unauthorized copy of the 
original (note Abstract). 

For claim 2, the combination of White et al., Ratnakar, Sakamoto et al. and Shur 
teaches claim 1, wherein said information adding part dynamically adds said Information 
to said digital contents in response to an acquisition request for predetermined digital 
contents (note paragraph [0030] of White et al.)- 

For claim 3, the combination of White et al., Ratnakar, Sakamoto et al. and Shur 
teaches claim 1 , wherein said information adding part forms a bit row with a digital 
watermark-embedded for each part of said digital contents and describes said 
information in said digital contents with said bit row (note paragraph [0028] of White et 
al.). 

For claim 4, the combination of White et al., Ratnakar, Sakamoto et al. and Shur 
teaches claim 1, wherein said contents storage part stores said digital contents 
compressed in a predetermined compression format (note paragraph [0025] of White et 
al.), and said information adding part for, by synthesizing a plurality of said digital 
contents based on the codeword sequence offset information regarding said digital 
contents in accordance with said compression format, adding said information without 
unpacking said digital contents (note paragraph [0058] of White et al.). 



Application/Control Number: 10/635,952 
Art Unit: 2137 



Pages 



6. Claims 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
White et al. (U.S. Patent Application Publication 2003/0009669), and further in view of 
Ratnakar (U.S. Patent 6,522,766), Sakamoto et al. (U.S. Patent Application Publication 
2003/0065747) and Carroni et al. (U.S. Patent 6,804,779). 

For claim 16, White et al. teach a method for adding information to digital 
contents by using a computer, said method comprising; 

a first step of generating a plurality of digital watermark-embedded contents by 
embedding a different digital watermark in predetermined digital contents (note 
paragraph [0028] of White et al.) by: 

i) inputting digital watermark embedded digital contents CeO and Cel, and 
selectively switching and outputting the digital contents (note paragraph [0030] of 
White et al.), and 

ii) controlling said content selector (note column 5, lines 29-32 and 36-39 
of Ratnakar) to output a partial set of contents CeO(n) of contents CeO and a 
partial set of contents Cel (n) of content Cel to generate digital watermark 
content Cf (note paragraph [0047] of White et al.); and 

synthesizing said digital contents for each specific acquisition requester, adding 
to said digital contents information specified by a digital watermark that is different for 
each acquisition requester being embedded for each part of said digital contents (note 



Application/Control Number: 10/635,952 Page 9 

Art Unit: 2137 

paragraph [0047] of White et al.) and of storing generated digital contents to a 
predetermined storage device (note paragraph [0028] of White et al.); and 

a second step of, by reading out from said storage device a plurality of digital 
contents where a different digital watermark is embedded and switching and 
synthesizing said digital contents for each specific part, adding to said digital contents 
information specified by a digital watermark being embedded in each part of said digital 
contents (note paragraph [0047] of White et al.); 

White et al. fail to teach: 

a pseudo random number generator for controlling said content selector, 
wherein CeO(n) and Ce1(n) are responsive to seed of the pseudo random 
number 

Ratnakar teaches: 

a pseudo random number generator for controlling said content selector (note 
column 5, lines 29-32 and 36-39), 

wherein CeO(n) and Ce1(n) are responsive to seed of the pseudo random 

number (note column 5, lines 29-32). 
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It would have been obvious to one of ordinary sl^ill in tine art at tlie time of the 
invention to combine the watermarl<ing of White et al. and the pseudo random number 
generator for controlling a content selector of Ratnakar. One of ordinary skill in the art 
at the time of the invention would have motivated to combine White et al. and Ratnakar 
because it would enhance the resistance of embedded information to unauthorized 
removal (note column 3, lines 61-65 of Ratnakar). 

The combination of White et al. and Ratnakar differ from the claimed invention in 
that they fail to teach: 

Wherein CeO and Ce1 are calculated responsive to intensity of said 
different digital watermark. 

Sakamoto et al. teach: 

A watermark responsive to intensity of said digital watermark (note paragraph 
[0218]). 

It would have been obvious to combine the combination of White et al. and 
Ratnakar and the watermark intensity of Sakamoto et al. It would have been obvious to 
one of ordinary skill in the art to apply the known technique of watermarks responsive to 
an intensity of Sakamoto et al. to the known watermarking device ready for 
improvement of White et al. and Ratnakar to yield the predictable results of different 
watermarks having varying intensities (note paragraph [0229] of Sakamoto et al.). 
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The combination of Wliite et al., Ratnakar and Sal<amoto et al. differs from tine 
claimed invention in that they fail to teach: 

Said seed being responsive to identity of the specific acquisition requestor. 

CarronI et al. teaches: 

Said seed being responsive to identity of the specific acquisition requestor 

(note column 6, lines 27-33). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the combination of White et al., Ratnakar and Sakamoto et al. and 
the requester based seed of Carroni et al. It would have been obvious to combine 
White et al, Ratnakar, Sakamoto et al. and Carroni et al. because applying the known 
technique of a pseudo-random seed being responsive to a user identity of Carroni et al. 
to the watermarking device of White et al., Ratnakar and Sakamoto et al. would yield 
the predictable result of watermarked content that is traceable to that user who it was 
created for (note column 6, lines 35-40). 

For claim 17, the combination of White et al, Ratnakar, Sakamoto et al. and 
Carroni et al. teaches claim 16, wherein said first step comprises compressing said 
generated digital contents, creating the pointer information pointing to a delimiter 
position in the part of said compressed digital contents (note paragraph [0025] of White 
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et al.), and storing it in said storage device, and said second step comprises reading out 
said pointer information from said storage device, synthesizing said digital contents 
based on said pointer information, and adding said information witliout unpacking the 
digital contents (note paragraph [0058] of White et al.)- 

7. Claims 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
White et al. (U.S. Patent Application Publication 2003/0009669), and further in view of 
Ratnakar (U.S. Patent 6,522,766) and Conover et al. (U.S. Patent 6,373,960). 

For claim 18, White et al. teach a program product comprising a medium having 
computer readable code stored thereon for causing a computer to perform the data 
processing by controlling a computer, comprising: 

a first process for reading out predetermined embedment information from a 
predetermined storage device (note paragraph [0028] of White et al.); and 

a second process for acquiring a plurality of digital contents where a different 
digital watermark is embedded, selectively switching said plurality of digital contents for 
a specific part, based on said embedment information, and generating the digital 
contents describing said embedment information, using a bit sequence formed with a 
digital watermark-embedded in said part of said digital contents (note paragraph [0047] 
of White et al.) said process comprising adding information by a method comprising an 
information adding step comprising: 
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i) selecting content for inputting digital watermark embedded digital 
contents CeO and Cel, and selectively switching and outputting the digital 
contents (note paragraph [0030] of White et al.), and 

ii) selecting content to output a partial set of contents CeO(n) of contents 
CeO and a partial set of contents Ce1(n) of content Cel to generate digital 
watermark content Cf (note paragraph [0047] of White et al.); 

synthesizing said digital contents for each specific acquisition requester, adding 
to said digital contents information specified by a digital watermark that is different for 
each acquisition requester being embedded for each part of said digital contents (note 
paragraph [0047] of White et al.). 

White et al. fail to teach: 

a pseudo random number generator for controlling said content selector. 
Ratnakar teaches: 

a pseudo random number generator for controlling said content selector (note 
column 5, lines 29-32 and 36-39). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the watermarking of White et al. and the pseudo random number 
generator for controlling a content selector of Ratnakar. One of ordinary skill in the art 
at the time of the invention would have motivated to combine White et al. and Ratnakar 
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because it would enliance tine resistance of embedded information to unauthorized 
removal (note column 3, lines 61-65 of Ratnakar). 

The combination of White et al. and Ratnakar differ from the claimed invention in 
that they fail to teach: 

A third process for generating sequence offset information describing bit 
position for raw data blocks of said digital contents; said sequence offset 
information used in selecting said content to output said set of contents CeO(n) of 
contents CeO and partial set of contents Ce1(n) of content Ce1 to generate digital 
watermark content Cf. 

Conover et al. teach: 

A third process for generating sequence offset information describing bit 
position for raw data blocks of said digital contents (note column 9, lines 38-44); 
said sequence offset information used in selecting said content to generate 
digital watermark content Cf (note column 9, lines 44-54). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the combination of White et al. and Ratnakar and the offset 
parameter of Conover et al. It would have been obvious to combine White et al., 
Ratnakar and Conover et al. because applying the known technique of a watermark 
entry point to compressed video of Conover et al. to the known watermarking device of 
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White et al. and Ratnal^ar ready for improvement would yield the predictable results of 
watermarked video ready for broadcast (note column 9, lines 44-54 of Conover et al.) 

For claim 19, the combination of White et al., Ratnakar and Conover et al. 
teaches claim 18, wherein said second process of said program performed by said 
computer comprises acquiring a plurality of digital contents where a digital watermark 
representing the bit information 0 is embedded, and a plurality of digital contents where 
a digital watermark representing the bit information 1 is embedded (note paragraph 
[0028] of White et al.), and selecting digital contents where a digital watermark 
corresponding to approphate bit information describing said embedment information is 
embedded (note paragraph [0047] of White et al.). 

For claim 20, the combination of White et al., Ratnakar and Conover et al. 
teaches claim 18, wherein said second process of said program performed by said 
computer comprises acquiring digital contents where a digital watermark representing 
the bit information 0 is embedded, digital contents where a digital watermark 
representing the bit information 1 is embedded, and digital contents where a digital 
watermark is not embedded (note paragraph [0028] of White et al.), and generating 
digital contents describing said embedment information, using said bit sequence with 
said digital watermark where a portion containing no bit information is set (note 
paragraph [0047] of White et al.). 
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For claim 21 , tine combination of Wliite et a!., Ratnakar and Conover et al. 
teaches claim 18, wherein said second process of said program performed by said 
computer comprises acquiring said digital contents compressed in a predetermined 
compression format (note paragraph [0025] of White et al.), and selecting said digital 
contents, based on the codeword sequence offset information regarding said digital 
contents in accordance with said compression format (note paragraph [0058] of White 
et al.). 

Allowable Subject Matter 

8. Claims 11-15 are allowed. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

For independent claim 1 1 , the prior art of record, alone or in combination, fails to 
teach a predetermined number of sets of CeO and Cel, wherein the predetermined 
number is greater than one. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID J. PEARSON whose telephone number is 
(571 )272-071 1 . The examiner can normally be reached on Monday - Friday, 8:00am - 

4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel Moise can be reached on (571) 272-3865. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

DJP 

/Emmanuel L. Moise/ 

Supervisory Patent Examiner, Art Unit 2137 



